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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 21 July 2009 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-7, 18 and 19 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 recites the term of "longitudinal recess portion", but fails to define which 
of the multiple dimensions of the recited device is along the longitudinal direction, and/or 
whether it is the direction along the anode-cathode (i.e., the positive-negative 
electrodes) direction or perpendicular to the anode-cathode direction that is the recited 
longitudinal direction, among other relevant longitudinal dimensions/directions. 

Claim 1 recites the term of "a side surface" (line 2), but fails to clarify which one 
of the recited device and substrate the recited side surface definitely belongs to; and/or 
it is not clear whether the recited side surface is the side surface of the recited device or 
is the side surface of the recited substrate. 

Claim 1 recites the term of "a side direction of the device". However, it fails to 
clarify: what is definitely the direction of the recited "side direction of the device", given 
that the device naturally has multiple side surfaces, including multiple lateral side 
surfaces, and it is not clear whether the recited side direction is definitely the direction of 
the "side surface" recited in the claim; and/or, it is not clear whether the recited "side 
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direction" definitely refers to a direction that is parallel to a side surface or is 
perpendicular to such a side surface. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claim 1 , insofar as being in compliance with 35 U.S.C. 1 1 2, is rejected under 35 
U.S.C. 102(b) as being anticipated by Lumbard (Lumbard et al., US 4,843,280). 

Lumbard discloses a semiconductor light-emitting device (Fig. 1), having a light- 
emitting layer (naturally included in 15) on a major surface of a substrate (12), wherein 
at least a part of a substrate portion of one device side surface has longitudinal 
recessed portions (23, 25) inwardly extended in a side direction of the device; and 
wherein the recessed portions have a shape in cross section that is substantially 
semicircular. 

Furthermore, it is noted that the term of "compound" recited in claim 1 has not 
been given patentable weight because the recitation occurs in the preamble. A 
preamble is generally not accorded any patentable weight where it merely recites the 
purpose of a process or the intended use of a structure, and where the body of the 
claim does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 
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USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 
(CCPA 1951). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-7,18 and 1 9, insofar as being in compliance with 35 U.S.C. 1 1 2, are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Kato (Kato et al., US 
6,809,340). 

Kato discloses a compound semiconductor light-emitting device (Figs. 1-2, 6-7 
and 9-1 0), having a light-emitting layer (1 04) on a major surface of a substrate (1 01 , 
102 and 103, which is readable as a substrate since at least layer 140 is formed 
thereon), wherein at least a part of a substrate portion (at least the upper layers in 103) 
of one device side surface has longitudinal recessed portions (109) inwardly extended 
in a side direction of the device; and wherein the recessed portions have a shape in 
cross section that is substantially curved. 

Although Kato does not expressly disclose that the curved recess portion can 
have a semicircular shape, one of the ordinary skill in the art would readily recognize 
that the specific shape/curvature) of the recess portion, which in Kato is for improving 
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light extracting efficiency, is an art-recognized result-oriented parameter/factor subject 
to routine experimentation and optimization. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to make the device of Kato with the shape of the curved 
recess portions being semicircular, so that a light-emitting device with improved and/or 
optimized light extracting efficiency would be obtained. 

Regarding claim 4, it is further noted that at least layer 101 in the above identified 
substrate is formed of sapphire. 

Regarding claims 5 and 6, it is further noted that the distance between the 
adjacent recessed portions and the width and/or depth of the recessed portions are all 
art-recognized important parameters subject to routine experimentation and 
optimization. Therefore, it would also have been obvious to one of ordinary skill in the 
art at the time the invention was made to make the device of Kato with the recited 
distance, depth and/or width for the recessed portions, so as to form a light emitting 
device with further improved and/or optimized light-extracting performance. 

Regarding claim 7, the above light emitting device can naturally be of the flip-chip 
type, as both of its two electrodes are formed on a same side (i.e., the top side). 

Regarding claims 18 and 19, it is further noted that the above light-emitting 
device can inherently function as a lamp and/or light source. 
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Response to Arguments 

6. Applicant's arguments against the "1 12-2 nd " rejection, filed on 07/21/2009, have 
been fully considered but they are not fully persuasive. Responses to them have been 
fully incorporated into the claim rejections set forth above in this office action. 

7. Applicant's other arguments with respect to the claims rejected above have also 
been considered but are moot in view of the new ground(s) of rejection. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shouxiang Hu whose telephone number is 571-272- 
1654. The examiner can normally be reached on Monday through Friday, 8:30 AM to 
5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynne Gurley can be reached on 571-272-1670. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Shouxiang Hu/ 

Primary Examiner, Art Unit 281 1 



